UNI TED STATES DI STRI CT COURT
FOR THE DI STRI CT OF RHODE | SLAND

JOHN FORASTE, §
Plaintiff, g
V. § C.A. No. 01-434S
BROWN UNI VERSI TY and g
LAURA FREI D, )
Def endant s. ;

)
DECI S| ON AND ORDER

WLLIAME. SMTH, United States District Judge.

Presently before the Court IS Def endant Br own
University’s (“Brown”) Mtion for Summary Judgnment wth
respect to all counts contained in the original Conplaint as
well as Brown’s Mdtion to Dismss the Plaintiff’s Anmended
Conpl ai nt. For purposes of judicial econony, as explained in
nore detail within, this Court wll treat all of Brown's
noti ons at once. For the reasons discussed below, Brown’s

motions are granted in part and denied in part.

Factual Background

For over twenty years, and while in the enpl oy of Brown,

Plaintiff John Forasté (“Plaintiff” or “Forasté”) produced



t housands of phot ographs whose subjects spanned a panoram c
range - from portrayals of academc |ife at Brown to
renderings of the canpus’ natural beauty. This action
concerns the ownership of those images. The follow ng facts
are undi sputed by the parties. Forasté was enployed by Brown
as a full-time professional photographer from February 1975
until Septenber 1998. Defendant Laura Freid oversaw Forasté’'s
department as of 1996. Forasté was paid an annual sal ary and
received enploynent and retirenment benefits, but was never
pai d a comm ssion for his work at Brown. Forasté never signed
an enploynent contract with Brown, nor was he a nember of
Brown’s faculty. Plaintiff clainm, and Defendants do not
di spute, however, that he was a nmenber of Brown’s staff.
Throughout the years of his enploynment, Brown provided
Forasté with a photographer’s assistant, student assistants
and a darkroom on canpus. Forasté used his own photographic
equi pmrent in the first two years of his enploynent, but in
1977 or 1978 Brown purchased phot ographi c equi prment for him
whi ch he used alnpost exclusively in his work thereafter.
Forast é recei ved his assi gnments on an ad hoc basis from Brown
personnel (such as editors or art designers) but would al so

take pictures that captured the feel of canpus life or the



beauty of the canmpus on his own initiative.

I n February 1983, Forasté helped to draft a “Position
Cont ent Docunent” (“PCD"), t hat summarized his job
responsibilities. Defendants’ Rule 12.1 Statenment, f 12. The
job functions, as described in this docunment, included
produci ng, consulting on, coordinating and scheduling all
phot ography for Forasté’ s departnment and others; and creating
an imge for the Brown community and the general public -
“glimses of the kind of place Brown is” — to be used i n Brown
publications and by various Brown departnents. See
Plaintiff’s Menorandumin Support of Objection to Defendants’
Motion for Summary Judgnment (“Plaintiff’s Menoranduni), p. 2
(citing PCD)

The parties are in agreenent that in 1986, Brown adopted?!
certain “Policies and Procedures Relating to Copyright” (the
“Policy”) that was eventually published in Brown's “Faculty

Rul es and Regul ati ons” handbooks.? Plaintiff’s Menorandum

! The question of how and exactly for what purpose this
policy was adopted is not clear. For reasons that are set
forth in detail below, the resolution of this issue my well
be outconme determ native of this case.

2 There are three versions of this handbook, dated 1988,
1994 and 1998. The parties are in agreenment that the
pertinent provisions of this policy, however, did not change
fromits inception.



pp. 3-4. The Policy was also referenced in another Brown
handbook entitled “Staff |Information Guide, You & Brown.”3
The Policy applies if an enployee creates “copyrightable
materials wunder University auspices or wusing University
facilities.” Of particular inport are the follow ng
provi si ons:

3. Omership: It is the University's position that, as
a general premse, ownership of copyrightable
property which results from performance of one’'s
University duties and activities will belong to the
aut hor or originator. This applies to books, art
wor ks, software, etc. However, under the foll ow ng
condi tions ownership will be with the University:

b. The property was the result of an assigned
University task or responsibility which was
fully supported by the University, and for
whi ch a prior understandi ng exists between the
authors and the University with respect to

owner shi p.

C. There is a prior witten agreenment between the
author(s) and the University with respect to
property rights. Such agreement wll take

precedence over other sections of this policy.

4. Ot her University Rights: When copyrighted materia
is developed in <conjunction wth a person’'s

3 There are two versions of this handbook, dated 1995 and
1998, with no material differences. It is undisputed by the
parties that any di screpancies between the Policy (as
expressed in the “Faculty Rules and Regul ati ons” handbooks)
and the “Staff Information CGuide” handbooks, are to be
resol ved in favor of the Policy.
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University activities, using University facilities
and/ or equi pment, the University retains the right
to use such materials for its own educational and
research purposes even though it does not claim
ownership of the materials under Section 3.

5. Di scl osure: It is the responsibility of the
originator(s) to make pronpt disclosure of any
copyrightable materials that may, under provisions
of this policy, be owned by the University. The
di scl osure should be nmde to the head of the
organi zational unit to which the origi nator bel ongs,
e.g., the departnent chair

Forasté readily acknow edges that he was oblivious of

Brown’s copyright policy until Septenmber 1998, after his
enpl oyment with the University came to an end as a result of
a staff cutback. There is no witten instrument signed by
Forasté or Brown representing an agreenent of ownership in any
of the imges that Forasté created. Forasté alleges that his
oneti me supervisor, Robert Reichley, orally represented to him
in the late 1970s or early 1980s that he would al ways “have
access” to his work for Brown. Forasté concedes, however

that this conversation did not regard the ownership of his

wor k.

1. Pr ocedural Posture

The initial Conplaint set forth facts tending to support

Plaintiff’s original theory of the case: nanely, that Forasté



was, and had al ways been, the owner of the i mages by virtue of
the Policy. The causes of action pled in the initial
Complaint flowed from this theory: Count | for copyright
infringement; Count Il for conmmon | aw conversion; and Count
11 for “unfair and deceptive trade practice and unfair
conpetition.” Defendants noved for summary judgnment on al
Counts, asserting defenses predicated on the facts and cl ai ns
as pl ed.

At oral argument on Brown’s Mdtion for Summary Judgnent
on January 6, 2003, it becane clear that Forasté’'s theory of
t he case had changed. Plaintiff now asserts, as an alternate
theory, that Brown first owned the inmages, but then
transferred or assigned ownership to himvia the Policy and
pursuant to 17 U.S.C. 88 201(d) and 204(a).* G ven the
significant change in Plaintiff’s position, and in the
interests of equity, this Court granted the Plaintiff | eave to
file a mtion to anmend the Conplaint to reflect his new
contenti ons.

On January 13, 2003, Plaintiff filed a Mdtion for Leave

to Amend the Conplaint, attaching his proposed Anended

4 The first appearance of Plaintiff’s new theory of the
case is in his nmenorandum opposi ng the notion for sunmary
j udgnment .



Conpl ai nt thereto. Brown filed a timely objection to this
notion. This Court granted the nmotion on January 16, 2003.°
The Anended Conpl ai nt states three causes of action: Count

for Copyright Infringenment based on 17 U.S.C. § 201(b); Count
Il for Copyright Infringenent based on “transfer of copyright
interest” (presumably under 17 U. S.C. 88 201(d) and 204(a));
and Count Il for “unfair and deceptive trade practices and
unfair conpetition.” Plaintiff also alleges in the Amended
Conpl aint that he has initiated the copyright registration
process for ninety-seven (97) of the images 1in his
possessi on. ® Def endants subsequently filed a Mtion to
Dism ss the Amended Conplaint for Lack of Subject Matter
Jurisdiction, arguing that Plaintiff nust obtain and present
acertificate of registration fromthe Copyright Office before
he can proceed with this suit. Plaintiff submtted a tinely

obj ection to this notion.

S Fed. R Civ. P. 15(a) provides, in relevant part:

(a) Anmendnents. A party nmay anmend the party’s pleading
once as a matter of course at any tine before a
responsive pleading is served . . . . Oherwise a party
may anend the party’s pleading only by | eave of court or
by written consent of the adverse party; and | eave shall
be freely given when justice so requires.

6 As di scussed below, this nodification to the Conpl aint
is intended to cure Forasté’'s lack of standing to assert a
copyright infringenent action.
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Pursuant to Fed. R Civ. P. 56, the Court wll treat
Def endants’ Motion for Summary Judgnent as one for parti al
sunmary judgnent, as it applies to the correspondi ng counts of
the Amended Conplaint.” The Court wll also address the
Def endants’ Mdtion to Dism ss the Amended Conplaint for |ack

of jurisdiction.

[11. Anal ysi s

A. St andi ng

Def endants have noved to dism ss the Amended Conpl ai nt
pursuant to Fed. R Civ. P. 12(b)(1), which provides for
di sm ssal of an action if the court |acks jurisdiction over
the subject matter of the action.

It is beyond cavil that "[f]ederal courts are courts of
limted jurisdiction, and thus nust take pains to act only

within the margins of that jurisdiction." Cunberland Farns,

Inc. v. Me. Tax Assessor, 116 F.3d 943, 945 (1st Cir. 1997).

“Hence, the preferred — and often the obligatory — practice is

that a court, when confronted with a colorable challenge to

" For reasons that are not clear, Plaintiff declined to
reassert his claimfor conversion in his Amended Conpl ai nt.
This issue was clearly dependent on the outconme of the
copyright question. Because it has not been repled, it has
been dropped fromthe case and this Court will not address it.
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its subject-matter jurisdiction, should resolve that question
before weighing the merits of a pending action.” Mor al es

Feliciano v. Rullan, 303 F.3d 1, 6 (1st Cir. 2002); Donahue v.

City of Boston, 304 F.3d 110, 117 (1st Cir. 2002) (citing Steel

Co. v. Citizens for a Better Env't, 523 U. S. 83, 101-02, 118

S. Ct. 1003, 140 L. Ed. 2d 210 (1998)).

Def endants contend that Forasté |acks standing to bring
a copyright infringenment action because he has not registered
a copyright in the imges as to which he clainms a copyright
interest. At the time this action was filed, Plaintiff had
not registered a copyright in any of the inmages at issue
However, Plaintiff has alleged in the Anended Conpl ai nt that
he has initiated the process of copyright registration in
ni nety-seven of the disputed imges in his possession.?
Def endants argue that Plaintiff’s copyright infringenent claim
cannot stand because Plaintiff has not met the registration

requirenment.

8 At oral argument, Plaintiff’s counsel asserted that
Brown possesses the mpjority of the inages and has deni ed
Plaintiff access to them Plaintiff is unable, counsel
continued, to register copyright in imges he cannot access.
Brown contested this assertion and clainmed (correctly, it
appears) that several inmages were either in Plaintiff’s
possessi on or readily accessible to him Brown clains Forasté
has no excuse for his failure to register these imges.
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17 U.S.C. 8§ 4l1l1(a) provides that “no action for
i nfringement of the copyright in any United States work shall
be instituted until registration of the copyright claim has
been made in accordance with this title.”?® Copyri ght
registration is a condition precedent and a jurisdictional
prerequisite to the filing of an infringement action. See

Mlene Miusic, Inc. v. Gotauco, 551 F. Supp. 1288, 1293 n.7

(D.R 1. 1982); Franklin v. Ciroli, 865 F. Supp. 940, 942 (D.

Mass. 1994); Quincy Cablesystenms, Inc. v. Sully's Bar, Inc.,

650 F. Supp. 838, 850 (D. Mass. 1986); see also Ashlar Inc. v.

Structural Dynam cs Research Corp., 36 U S. P.Q 2d 1402, 1405

(N.D. Cal. 1995).
Plaintiff points to 17 U S.C. § 408(a) which states
“[Rlegistration is not a condition of copyright protection,”

and relies on Oan MIls, Inc. v. Linn Photo Co., 23 F.3d 1345

(8th Cir. 1994) for the proposition that injunctive, rather
than l egal, relief is avail able notw thstandi ng the absence of

a valid registration. In OQan MIIls, the plaintiff, a photo

studio, discovered that the defendant was engaged in
unaut hori zed copyi ng of photographs to which OQan MIIls held

a copyright. [d. at 1347. Oan MIIls then took a nunmber of

9 Subject to limted exceptions not applicable here.
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addi ti onal photographs, registering copyright in sone of

these, in order to determne if defendant would continue its

al l egedly illegal copying activities with the new phot ographs
as well. When defendant persisted, plaintiff filed suit in
f ederal court seeking legal and equitable relief. The
def endant argued that O an MIIs had not presented a “live

controversy” because sone of the photographs for which it
sought protection had not yet been registered. The Ei ghth

Circuit disagreed, stating:

The power to grant injunctive relief is not limted to
regi stered copyrights, or even to those copyrights which
give rise to an infringenent action . . . . M\Wile

registration is required under section 411 of the

Copyright Act in order to bring suit for infringenent,

infringement itself is not conditioned upon registration

of the copyright.
ld. at 1349 (citations omtted).

Def endants counter, in their Mtion to Dismss the
Amended Conpl aint, that two recent federal district court
deci sions have required a putative plaintiff in a copyright
infringement action to obtain and present a certificate of
registration fromthe Copyright Ofice before permtting an
action to proceed. See Defendants’ Menorandum in Support of

their Mtion to Dismss Anmended Conplaint, p. 3 (citing

Strategy Source, Inc. v. Lee, 233 F. Supp. 2d 1 (D.D.C. 2002);
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Brush Creek Media, Inc. v. Boujaklian, No. C-02-3491EDL., 2002

W. 1906620 (N.D. Cal. Aug. 19, 2002)).

Def endants readily acknow edge, however, that there is a
considerable division of authority regarding a plaintiff’'s
obligation to obtain and present a certificate of registration
prior to filing suit. See Defendants’ Menorandum in Support
of their Mdtion to Dism ss Arended Conplaint, p. 3; Strateqgy

Source, 223 F. Supp. 2d at 2; Brush Creek Media, 2002 W

1906620, at *2. Adding to the uncertainty is the fact that
the First Circuit has not yet addressed this issue.
17 U.S.C. § 410(d) states:

The effective date of a copyright registration is the day
on which an application, deposit, and fee, which are
| ater determ ned by the Register of Copyrights or by a
court of conpetent jurisdiction to be acceptable for
registration, have all been received in the Copyright
Ofice.

See 17 U.S.C. 8§ 410(d) (enphasis supplied). The plain
| anguage of this statutory provision suggests that the

registration occurs on the day the Copyright Ofice receives

all of the necessary application materials (application,

deposit, and fee). 10

10 This Court does not concur with the statutory reading
propounded in Ryan v. Carl Corp., No. C 97-3873FMs, 1998 W
320817, *2 (N.D. Cal. June 15, 1998), and adopted
(“reluctantly,” and with the adm ssion that the “result is
inefficient”) by the Brush Creek Media court. See Brush Creek
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Medi a, 2002 WL 1906620, at *4. These two courts interpret 8§
401(d) to nean that registration is consunmated only after an
application is exam ned, considered, and accepted by the
Copyright O fice, and is then “backdated” to the tine the
application is received. See id. As an initial matter, this
gl oss ignores the statute’s mandate that the nerits of the
application materials are “later determ ned,” that is,

determ ned at sonme tinme after the right to sue conmes into
being. Moreover, this interpretation runs contrary to the
weal th of authority concluding that a pending registration
application is sufficient to confer federal jurisdiction over
a copyright infringement claim See, e.qg., Geoscan, Inc. of
Texas v. Geotrace Techs.., Inc., 226 F.3d 387, 393 (5" Cir
2000); Apple Barrel Prods., Inc. v. R D. Beard, 730 F.2d 384,
386 (5" Cir. 1984); Well-Made Toy Mg. Corp. v. Goffa Int’
Corp., 210 F. Supp. 2d 147, 157 (E.D.N. Y. 2002); Salerno v.
City Univ. of New York, 191 F. Supp. 2d 352, 356 (S.D.N.Y.
2001); Gable-Leigh, Inc. v. NN Am Mss, No. CV 01-01019MwM
2001 W 521695, at at *4 (C.D. Cal. April 13, 2001); Int’]|
Kitchen Exhaust Cleaning Ass’'n v. Power Washers of N. Am, 81
F. Supp. 2d 70, 72 (D.D.C. 2000); Havens v. Tine Warner, Inc.,
896 F. Supp. 141, 142-43 (S.D.N. Y. 1995).

Even | eavi ng aside the netaphysical debate over the tine
of a registration’s “conception,” the Ryan and Brush Creek
Medi a reading of the statute is not congruous with the
statutory provision permtting a plaintiff to sue for
copyright infringenment if his application for registration has
been rejected by the Copyright Ofice:

I n any case, however, where the deposit, application, and
fee required for registration have been delivered to the
Copyright O fice in proper formand registration has been
refused, the applicant is entitled to institute an action
for infringenment if notice thereof, with a copy of the
conplaint, is served on the Register of Copyrights.

17 U.S.C. 8§ 411(a). This provision confirms that it is the
subm ssi on of an application, deposit, and fee (rather than
the i ssuance vel non of a registration certificate) that
triggers registration for purposes of conferring standing to
sue. But see Brush Creek Media, 2002 W. 1906620, at *4
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It is also clear that a failure to register is certainly
not fatal to the Plaintiff’s alleged substantive interest in

t he copyright of the inmages. See., e.g., MG B. Honmes, Inc. v.

Anmeron Honmes, Inc., 903 F.2d 1486, 1488 (11" Cir. 1990)

(filing of action prior to registration does not vitiate claim

for equitable relief); SportsMEDIA Tech. Corp. v. Upchurch,

839

F. Supp. 8, 9 (D. Del. 1993) (district court has subject
matter jurisdiction over copyright action when copyright
applicant submts application one day prior tofiling suit for

infringement); Infodek, Inc. v. Meredith-Wbb Printing Co.,

Inc., 830 F. Supp. 614, 620 n.6 (N.D. Ga. 1993) (copyright
i nterest not dependent on registration).

Several courts have permtted a copyright action to
proceed once a plaintiff has rectified his pleadings to
reflect copyright registration or attenpted registration.

See, e.qg., Sully’s Bar, Inc., 650 F. Supp. at 851 (defects in

failure to conply with 8 411(a) registration requirenment coul d

be cured in anmended conplaint) (citing Meta-FilmAssoc., Inc.

v. MCA, Inc., 586 F. Supp. 1346, 1351-52 (C.D. Cal. 1984)

(plaintiffs filing with the Copyright Office subsequent to

(reading 8 411(a) to condition the ability to sue on the
i ssuance or denial of a registration certificate).
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filing conplaint cured the initial 8 205(a) defect); N. Songs,

Ltd. v. Distinguished Prods., Inc., 581 F. Supp. 638, 641

(S.D.N. Y. 1984) (“courts have consistently pernmtted a
plaintiff to correct a defective recordation, and to go
forward with the suit as of the date of the filing of the

action”)); Chuck Blore & Don Richman, Inc. v. 20/20 Adver.,

Inc., 674 F. Supp. 671, 673 (D. M nn. 1987) (anended conpl ai nt
filed after registration of works at issue cured fact that
initial action was filed prior to their registration); Conan

Properties, Inc. v. Mttel, Inc., 601 F. Supp. 1179, 1182

(S.D.N. Y. 1984) (anended copyright i nfringenment conpl ai nt t hat
fails to allege registration of copyrights can be cured by

filing second anended conplaint reciting registration

requirenent); Frankel v. Stein and Day, lInc., 470 F. Supp.
209, 212 n.2 (S.D.N. Y. 1979) (authors permtted to amend their
conplaint to allege copyright registration, notw thstanding
fact that registration was made after the filing of original
conpl ai nt) .

Moreover, it would be wholly inequitable to require that
Forasté, prior to proceeding with this action, register a
copyright in inages to which Brown presently denies him

access. This Court agrees with the approach of the Eighth
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Circuit in Oan MIlls, and finds that the allegations of

copyright registrationinthe Amended Conpl ai nt are sufficient
to give Forasté standing and to confer subject matter
jurisdiction on this Court. While this Court has

jurisdiction, however, as in OQan MIIls, Plaintiff nmay only

seek equitable relief (not damages) until such tine as the
i mages are fully registered. Therefore, Defendants’ Mtion to
Dismss the Anmended Conplaint nust be denied. Havi ng
concl uded t hat Forasté has standing to pursue his clains, this

Court will address Defendants’ Mtion for Sunmmary Judgnent.

B. Def endants’ Mtion for Sunmmary Judgnent

1. St andard of Revi ew

Fed. R Civ. P. 56(c) states that a party shall be
entitled to summary judgnent “if the pleadi ngs, depositions,
answers to interrogatories, and adm ssions on file, together
with the affidavits, if any, show that there is no genuine
issue as to any material fact and that the noving party is
entitled to a judgnent as a matter of law.” Fed. R Civ. P.
56(c). When determining a notion for summary judgnent, the
court rmust review the evidence in the |light nost favorable to

t he nonnovi ng party and nmust draw all reasonable i nferences in
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t he nonnmoving party’s favor. Mesnick v. Gen. Elec. Co., 950

F.2d 816, 820 (1st Cir. 1991), cert. denied, 504 U S. 985, 112

S. Ct. 2965, 119 L. Ed. 2d 586 (1992); Giggs-Ryan v. Sm th,

904 F.2d 112, 115 (1st Cir. 1990); see Goldman v. First Nat’

Bank of Boston, 985 F.2d 1113, 1116 (1%t Cir. 1993); Law ence

v. Northrop Corp., 980 F.2d 66, 68 (1st Cir. 1992).

Summary judgment is a procedure that involves shifting
burdens between the noving and the nonnoving parties.

Initially, the burden requires the noving party to aver “an
absence of evidence to support the nonmoving party’'s case.”

Garside v. Osco Drug. Inc., 895 F.2d 46, 48 (1st Cir. 1990)

(citing Celotex Corp. v. Catrett, 477 U S. 317, 325, 106 S.

Ct. 2548, 2554, 91 L. Ed. 2d 265 (1986)). Once the noving
party nmeets this burden, the onus falls upon the nonnoving
party, who nust oppose the notion by presenting facts that

show that there is a “genuine issue for trial.” Anderson V.

Li berty Lobby, Inc., 477 U.S. 242, 256, 106 S. Ct. 2505, 91 L.

Ed. 2d 202 (1986) (citing Fed. R Civ. P. 56(e)); see Gol dman,

985 F.2d at 1116; Lawrence, 980 F.2d at 68; Garside, 895 F. 2d
at 48 (“a ‘genuine’ issue exists if there is ‘sufficient
evi dence supporting the clainmed factual dispute’ torequire a

choi ce between ‘the parties’ differing versions of the truth
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at trial.’”) (citing Hahn v. Sargent, 523 F.2d 461, 464 (1st

Cir. 1975), cert. denied, 425 U S. 904, 96 S. Ct. 1495, 47 L

Ed. 2d 754 (1976)).

To oppose the motion successfully, the nonnoving party
“may not rest upon nere allegation or denials of his
pl eading[.]” Anderson, 477 U S. at 256. Moreover, the

evidence presented by the nonnoving party cannot be
conjectural or problematic; it must have substance in the
sense that it lims differing versions of the truth which a

factfinder nmust resolve at an ensuing trial.”” Mesnick, 950

F.2d at 822 (citing Mack v. Great Atl. & Pac. Tea Co., 871

F.2d 179, 181 (1st Cir. 1989)). |Indeed, “[e]ven in cases where
el usive concepts such as notive or intent are at issue,

sunmary judgnent may be appropriate if the nonnoving party

rests nerely upon conclusory allegations, i npr obabl e
i nferences, and unsupported specul ation.” Medi na- Munoz v.
R. J. Reynolds Tobacco Co., 896 F.2d 5, 8 (1st Cir. 1990). 1In

order to defeat a properly supported notion for summary
judgnment, the nonnmoving party nmust establish a trial-worthy
i ssue by presenting “enough conpetent evidence to enable a
finding favorable to the nonnoving party.” Goldman, 985 F. 2d

at 1116 (citing Anderson, 477 U.S. at 249).
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2. The Work Made for Hire Doctrine

There are virtually no material factual disputes
regardi ng how Forasté perfornmed his work while enployed at
Brown. He was clearly a Brown enployee, not an independent
contractor. Brown contends that Forasté has no copyright
interest in the photographs he took while enployed with the
Uni versity because such works are covered by the “work made
for hire” doctrine. This doctrine is codified at 17 U.S.C. 8§
201(b):

Wor ks Made for Hire.—-In the case of a work nade for hire,
the enployer or other person for whom the work was
prepared is considered the author for purposes of this
title, and, unless the parties have expressly agreed
otherwise in a witten instrunent signed by them owns
all of the rights conprised in the copyright.

The Seventh Circuit has stated succinctly the test to

determ ne whether a work is nmade for hire:

[ Al n enpl oyer owns a copyright in a work if (1) the work
satisfies the generally applicable requirements for
copyrightability set forthin 17 U S.C. § 102(a), (2) the
work was prepared by an enployee, (3) the work was
prepared within the scope of the enpl oyee’ s enpl oynment,

11 The relevant portion of 17 U S.C. 8§ 101 defines a “work
made for hire” as “(1) a work prepared by an enployee within
the scope of his or her enploynment.” There is no question
t hat a photograph is copyrightable, as it falls under 17
U S C 8§ 102(a)(5), “pictorial, graphic, and scul ptural
wor ks. ”
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and (4) the parties have not expressly agreed otherw se
in a signed, witten instrunent.

Baltinmobre Orioles, Inc. v. WMjor League Baseball Plavyers

Assn., 805 F.2d 663, 667 (7" Cir. 1986).

As an initial matter, Defendants divide the period in
which Plaintiff produced photographs into two groups (1) the
time prior to January 1, 1978 (the effective date of the
Copyright Act of 1976), to which the 1909 Copyright Act
applies, and (2) the time after January 1, 1978, to which the

1976 Copyright Act applies. See Playboy Enters., lInc. V.

Dumas, 53 F.3d 549, 553 (2™ Cir. 1995) (artwork produced from
1974 through 1977 is governed by the 1909 Act); Roth v.
Pritikin, 710 F.2d 934, 938 (2™ Cir. 1983) (“[w hoever hol ds
an interest in a copyright on or after January 1, 1978, has a
right to the protections afforded by the new statute .
[ The new statute] does not, however, purport to determ ne who
hol ds a copyright for works created before January 1978").
a. Phot ogr aphs Pre-1978

The 1909 Act contains its own work nmade for hire
provision: in order to find that the pre-1978 inmges were
“wor ks made for hire” within the nmeaning of the 1909 Act, the
court nust find (1) that the work in question was made by the

enpl oyee in the scope of his enploynent, and (2) that there is
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no other agreement to the contrary, express or inplied. See

Pl ayboy Enters., 53 F.3d at 554-55.

Forast é has not pointed to any evidence that, during the
period of 1976 through 1977, his photographs were produced
out side the scope of his enploy for purposes of the work nade
for hire doctrine. Furthernore, Plaintiff has not pointed to
any contrary express or inplied agreenent in 1976 or 1977
whi ch woul d negate the application of the 1909 Act’s work made
for hire doctrine.

b. Phot ogr aphs Post-1978

The 1976 Act’s work nmade for hire provision is nore
restrictive than that of its predecessor, in that it requires
an express, witten agreement signed by both parties to
overcome the work made for hire presunption of enployer

ownership. See 17 U.S.C. § 201(b).??

2 The Supreme Court has offered the foll owi ng assistance
in defining a work made for hire under the 1976 Act:

To deternm ne whether a work is [made] for hire under the
[ 1976] Act, a court first should ascertain, using
principles of [the] general common | aw of agency, whet her
the work was prepared by an enpl oyee or an i ndependent
contractor . . . . In determ ning whether a hired party
is an enpl oyee under the general comon | aw of agency .

[a court should ook to] the hiring party’ s right to
control the manner and neans by which the product is
accomplished; . . . . the skill required; the source of
the instrumentalities and tools; the |ocation of the
wor k; the duration of the relationship between the
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The crux of Plaintiff’s argunment is that the Policy
adopted by Brown, as expressed in the various Faculty Rules
and Regul ati ons Handbooks, constitutes an express, witten
agreenent® that alters the presunption of enployer ownership
in the work made for hire provision of the 1976 Act.
Plaintiff points especially (a) to section (3) of the Policy,
whi ch sets forth a position opposite to the work nade for hire
doctrine, and (b) to subsection (3)(b) of the Policy, which
calls for a “prior understanding” between enployer and
enpl oyee before the presunption in favor of enpl oyee ownership
can be rebutted.

It is a bedrock principle that “when the [statutory]

text’s meaning is plain, courts are obligated to enforce the

parties; whether the hiring party has the right to assign
additional projects to the hired party; the extent of the
hired party’'s discretion over when and how | ong to work;
the method of payment; the hired party’'s role in hiring
and payi ng assistants; whether the work is part of the
regul ar business of the hiring party; whether the hiring
party is in business; the provision of enployee benefits;
and the tax treatnment of the hired party.

Community for Creative Non-Violence v. Reid, 490 U.S. 730,
750-52, 109 S. Ct. 2166, 104 L. Ed. 2d 811 (1989).

B Plaintiff does not contend that he signed any version
of the Policy, as required under 17 U S.C. 8§ 201(b). He

argues instead that it “would be illogical to have all Brown
enpl oyees sign the policy.” See Plaintiff’s Menorandum p. 9
n. 8.
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provision as witten.” Desilets v. Wal-Mart Stores, Inc., 171

F.3d 711, 714 (1st Cir. 1999) (citing United States v. Rivera,

131 F.3d 222, 224 (1st Cir. 1997)). The | anguage of the work

made for hire doctrine could not be clearer: it requires the

parties to nmke an express agreenment, nenorialized “in a

witten instrument signed by them” 17 U.S.C. § 201(b)

(enmphasi s supplied).
The First Circuit, not surprisingly, has interpretedthis
statutory | anguage to nean precisely what it says. See, e.q.,

The Saenger Og., Inc. v. Nationwide Ins. Licensing Assoc.

Inc., 119 F.3d 55, 63 (1st Cir. 1997) (court enphasized and
enforced the requirenent of a witten, as opposed to oral,
agreement in order to circumvent the work nade for hire
doctrine). Ot her courts have held the sane. See, e.qg.,

Manning v. Bd. of Trs. of Cmty. Coll. Dist. No. 505 (Parkl and

Col l ege), 109 F. Supp. 2d 976, 980 (C.D. Ill. 2000).

In 17 U S.C. 8 201(b), Congress unanbi guously set forth
the requirement that in order to overcone the work for hire
presunption there nust be a clearly expressed witten
agreenent, signed by the parties, stating as nuch. This Court
finds that the work nade for hire doctrine applies to the

i mages in the absence of an express agreenent to the contrary
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that is signed by both Forasté and Brown. The Policy is
patently inadequate to overcone the presunption of Brown's
ownershi p under the work nmade for hire doctrine. Therefore
Def endants’ Mdtion for Summary Judgnment for copyright
infringement (regarding both the pre-1978 and post-1978
phot ographs) contained in Count | of the Anended Conpl ai nt

must be granted.

3. Claimfor “Unfair and Deceptive Trade Practices and
Unfair Conpetition”

Plaintiff fails to specify the basis in lawfor his claim
of “unfair and deceptive +trade practices and wunfair
conpetition.” In fact, Rhode Island recognizes two separate
causes of action: a statutory cause of action for deceptive
trade practices under R 1. Gen. Laws 8§ 6-13.1-5.2(a) (the
“Deceptive Trade Practices Act”), and a commopn | aw cause of

action for unfair conpetition. See Eri_ Max Entertai nment,

Inc. v. Streisand, 690 A 2d 1351, 1354 (R I. 1997). Under the

Deceptive Trade Practices Act, “[a]ny person who purchases or

| eases goods or services primarily for personal, famly, or

househol d purposes” may bring an action. ld. (citing 8§ 6-
13.1-5.2(a)). Plaintiff plainly has no viable claim under
this statute. On the other hand, “a finding of wunfair
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conpetition nmust be predicated upon conduct on the part of the
respondent that reasonably tended to confuse and m sl ead the
general public into purchasing his product when the actual
intent of the purchaser was to buy the product of the

conpl ai nant .” ld. at 1353-54 (citing George v. GCeorge F.

Ber kander, Inc., 92 R 1. 426, 429, 169 A 2d 370, 371 (1961)).

Cbvi ously Plaintiff has nade no such allegations here. For

t hese reasons, summary judgnment should enter as to this count.

| V. Concl usi on

Based upon the foregoing analysis, the Court orders as

foll ows:

14 Def endants have proceeded under the curious assunption
that Plaintiff’s “unfair and deceptive trade practices and
unfair conpetition” claimis rooted in Mass. Gen. Laws ch.
93A. However, that statute requires that the facts underlying
t he case nust have occurred “primarily and substantially” in
Massachusetts. See Mass. Gen. Laws ch. 93A, 8 11. Clearly,

t hey have not. Furthernore, there is no doubt that the 1976
Copyright Act preenpts a claimfor unfair and deceptive trade
practices under Chapter 93A. See John G Danielson, Inc. v.
W nchester- Conant Properties, Inc., Nos. 02-1452, 02-1533,
slip op. at 34 n.8 (1st Cir. Mar. 6, 2003) (statenent that
violations rose to the level of “rascality” is insufficient
for 93A claimto survive preenption); Henry v. Nat'l
Geographic Soc., 147 F. Supp. 2d 16, 21-22 (D. Mass. 2001)
(where all that is clained is that 93A cause of action is
based in an unaut horized use of the copyrighted claim Chapter
93A claimis preenpted).
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Def endants’ Motion to Dism ss the Arended Conpl ai nt
Due to Lack of Subject Matter Jurisdiction is
DENI ED;

Def endants’ Motion for Sunmary judgnment as to Count
| of the Anmended Conpl aint is GRANTED;

Def endants’ Motion for Summary judgnent as to Count
11 of the Amended Conplaint is GRANTED; and

The Court will set an expedited discovery and tri al
schedule after conferring with the parties wth
respect to Count 11, transfer or assignnent of
copyri ght ownership under 17 U. S.C. 88§ 201(d) and
204(a).

I T 1S SO ORDERED

WIilliamE. Smth
United States District Judge

Dat e:
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